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l^Piirentsibilin/Validit>' - Specificarion - Claim adequacy 115.1 1 09) 

Claim which wmhines desciiption ofaulomalic transmission worksland with descnption of method for using it violates second paragraph of 35 
use 1 1 2, since puiixise of that paragraph is to requiixj patentee lo piv)vide others with notice ollxnnidanes of protection provided by patent, 
since manufacturer or seller, al lime of making or selling woi'ksland of structure sel lbilh in claim, would have no indication whether it might 
later be sued for contnbuiory infnngement if w orksland is used in accorckmce with claimed method, and since claim is ihus not sulVicienily 
precise that jx^ssibility of infnngement may he detemiined with reasonable degive ofcenainly. 

2,.ParentabilityA'alidit>' - Subject matter . JilLMSi 



PatentabilitA A'allditA^ - Specification - Claim adequacy . jLlLldA&?i 

Claim w hich is intended to embrace IxMh product or machine and process is precluded by language of 35 1/SC 101 , w hich sets fonh slalutoiy 
classes ollnvention in alternative only; and is i\\so invalid under 35 USC 1 1 2, second paragixiph, since claim which puiix:)ns lo be IxMh machine 
and pixKcss is ambiguous and therefore* does nol ixniiculaiiy \x>m out and disiiiictly claim subject mailer of jnvenlion. 

Patentability/Validity - Specincaticm - Claim adequacy (^1: ^.1 10 9) 



Patent construction - Claims - Process 125.1309) 

Single patent may include claims dire^cled to more* than one siatutoiy class of invention, but no basis exists for iKniiilting combination of two 
seixirale and distinct classes of invention in single claim; this nile is not violated by pi\xlucl-by-pmcess claims, w hich use process limitations lo 
deline pitxluct, since such claims are considerexl lo be dire^cled toward puxiuct only, and thus encompass only single statutory class of invention, 
even though ihey coniain piv»cess language. 



Cijse History and Disposition: 
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Apixal fmm linal rejection ofall claims re*ni:iining in application for |>alcni (Robert C. Waist>n, pnm:«y examiner). 
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Palent applicalion of David L. L>'ell, senal no. 845,505, filed iVIarch 28, 1986 (automatic imnsniission tool). iMx^m final rejection of all claini.s 
i-eniiuning in applicalion, applicant apjjeals. AlVmned. 

Attorneys: 

Jeny C. Lyell, Ailington, Va., for apix^llanl. 
Judge: 

Befoiv SeitJia i .» cliaimian, Calveii, .Lvice chaimian, McCandlish, Cohen, and Frankfort, examiners-in -chief. 

Opinion Te.Yt 

Opinion By: 

Frank foil, e.\aniijier-in-ch ie 1'. 

Tliis is a decision on ap|x^al Imni the linal rejection of claims 2, 4, 7, 8 and 10 through 1 2, which are the only claims ixjiiiaininy in this 
appliciUion. 2. 

Apix^llant's disclosuiv relates to a transmission repair tool in the fonn of a workstand and to the metliod ol' using Siime in itiixiinng automatic 
transmissions. The subject matter on ap^x^il is repi esenled by indeixndent claim 2, which reads as follows: 
2. An auiomalic transmission tool in the Ibmi of a workstand and method for using siime compiising: 

a suppoil means, 

and [sic] inienially splined sleeve alTixed upnght to Siiid sup|x^il means, 

a thi-eaded adjustment bolt threadably engaged thmugh a hole in the IxMtom of Siiid supixiit means and projecting upward through Siiid sup]X)n 

fraiw into siiid sleeve, 

and fuilher compiising the steps of 

' 1 . ix^sitioning the output end of an automatic transmission onto siiid upnght sleeve, 

2. removing the intenuil comjxinenls of said automatic transmission 1mm tlie casing of stiid transmi.ssion, 

3. ix^painng and i^eplacing said inlenuil comjX")nents back into si.iid casing, and 

4. adjusting said internal comix")nents for 111 and inlerierence by means of adjusting Siiid upwardly pi\:)jecting adjustment bolt. 
The references of ivcord relied u|X)n by the examiner in the linal rejection are: 

iVIorawski el al. (Morawski) 3,70 1 ,539 Oct. 3 1 , 1 972 

Wayden, Hayden'Trans-Tool Caia/og. "Transmission Tools & Equipment," item No. 'f-l060-A, p. 1 7 1986-87. 

Claims 2,4, 7,8 and 1 0 ihir>ugh 1 2 stand rejected under 35. USC 1 1 2, second paragiiiph, as Ix-ing indellnite. According to the examiner, the 
claims are ambiguously constructed and indelenniiiale in scoix^ because they punxirt lo claim both an apixiralus and nxHhod of using the 
apparatus in a single claim. 

Claims 2, 4, 7, 8 and 10 thaiugh 1 2 stand fuHher rejected under 35 USC 102(b) as being anticipated by .VIorawski. As indicated 
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on jxige 2 of lite answer, it is the examiner's |X")silion tliat 

Insofar as the claim [sic, claim 2] can {yc understood it is IxMiig treated as an apparaUis claim. The various nxuhod steps are accordingly, 
non-substantive having no patentable signilicance. In Morawski et al (14) is a supix^ii means, (10, 46) is a sleeve (48) is a thivaded adjuslmenl 
bolt. Sleeve (10) has a seating surface and (46) contains an internal spline. The intended use of the device has not Ixcn accorded any patentable 
weight. Hence, no patentable signilicitncc has Ixx^n accorded to the transmission casing or shall recitations. 

Claims 2, 4, 7, 8 and 10 thmugh 1 2 were also tlnally rejected under 35 USC 102(a) as Ix^ing anticipated by item No. '1-1060-.^ of the 
Mavden-'I'rans-rool Catalog. Mow ever, we note that this rejection has now Ixjen withdrawn by the examiner (see paixr No. 1 1 ) in view of the 
aHitUiviis under 37 CFR 1.131 which accompanied the ivply bnef of June 1 0, 1 988. Accordingly, only the rejections of the apix>aled claims 
under 35 USC 1 1 2, second paragraph and 35 USC 102(b) ivmain for our consideration on apix\nl. 

hi iravei-sing the § I 1 2 rejection, ap|xllant contends that the apparauis and method involved in the pre-seni applicalion are ''inexlncably ivlated" 
(bi-iei; ixige 4) and that the tool is not useful in a practical and patent sense unless the method is disclosed to the user. .Apixllant urges lhal we 
"lind that apparatus and method elements of Apixllant*s claims are sutlicienlly distinct to enable one skilled in the ail of making or using such 
tools to practice the invention" (emphasis in on'ginal), and to tinlher lind that "the apixiratus and nxMliod claims mv \w\ycv within one patent" 
(bnei', page 5). 

With re-sixct to the .Vloraw ski ivfeivnce applied by the examiner in rejecting the ap^xniled clainxs under 35 l-SC 102(b), it is the apivllant's 
jxx^ition lhal "[t]he cnlical leauire of the Lyell device, that of holding the out])iil shall and coaxial transmission comjx^nents in a spaced 
ivlationship with the outer casing, is absent in the Morawski device" (brief, page 6)., We refer to |Xiges 4 lhix-)Ugh 8 of the brief for the full 
statement of the ap^xllant's jx^sition ix^garding the issues IxMbiv us on ai^ixal. 

OPINION 

At the outset, we note that the apixllanl has chosen not to separately argue with any reasiinable sjxcificity the paieiiiability of de|xndent claims 
4, 7, 8 and 10 thaiugh 1 2. Accordinglv, these claims will stand or fall with the rejection of indeix-ndent claim 2. See /// re Nielson, 8 1 6 F.2d 
1 567, 2 rSP02d j 525 (Rxl Cir. 1 987). 

We treat lirst the ivjection of the ai>ix\tled claims under 35 USC 1 1 2, second jxtragraph. The second ixtragraph of 35 USC 1 1 2 re'quiivs a claim 
to pailiculariy ix>int out and distinctly claim the subject matter which the applicant regards as his inveiuion. In discussing the ivquirements of 
the second paragraph of 35 USC 1 1 2, the Court of Customs and Patent Apjx^tls in In re Hanimack 427 F.2d 1 378, JMii^>i*!f.l=>hL(<^'^'*^J''^ 
1 970), Slated at 1 66 USPQ 208 : 

Its puiix)se is to pirivide those who would endeavor, in tutuiv enteiprise, to appaxich the aiva circumscribed by the claims of a |xitenl, with the 
adequate notice demanded by due pmcess ol* law, so that they may moix^ ivadily and accurately detemiiiie the Ix^uncbries of pmtection involved 
and evaluate the |Xissibility of infringement and dominance. 
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f In ihis stime vein, we woiikl note lhai the staluloiy class of invention is im|X)nant in detennining paienlabiliiy and inlnngemenl. As indicated by 

the couil in /// re Kuehi 475 \\2<\ 658, 665, U1}J:^Q2^!^^.2^1 (CCPA 1 973), "[B]ach slatutoiy class ofclaims must Iv consideivd 
inde|Xfndcnlly on its own nienls." See also Rubber Co. v. Goodyear. 76 U.S. 788, 796, 19 L.Ed 566 (1870) (discussing patentability of 
dilVeivnt classes of invention), and Merrill \\ Yeomans, 94 U.S. 568» 24 I...Ed. 235 (1 877) (indelinite claim held to Ix^ to a pmcess ol'tivaiing 
oils mther than the product of the pa")cess). 

I ) ! Apix'Hant's indcjX'ndent claim 2, in combining two separate statutory classes of invention in a single claim, in our opinion, would raise 
seiious questions for a manufacuirer or seller of a tool like that claimed by apjxllant regarding infiingemenl. Such a manulaclui-er or seller 
would have no indication at the lime ol' making or selling a w orkstand of the stmcUia^ set fonh in apixllant's claim 2 whether they might later Ix 
sued for coninbutory infnngenxnt Ixcause a buyer/user of the workstand later jxrfomis the apix?llanl's claimed method of using the workstand. 
We theivfore luid tliat ap|xllant's claim 2 is not sulllciently precise to pn^vide comixtitors with an accurate delemiination ol'ihe "metes and 
bounds" of pixMection involved so that an evaliialion ol'ihe |x>ssibilily of inliingenxMil iTuiy Ix ascertained with a ivasonable degree o!*ceilainiy, 
as discussed by the wurt in /// re Hammack, supra. Accordingly, tor this i'easi:>n alone we would sustain the examiner's ivjeclion oi'apixjllani's 
indejxjudent claim 2 and of deixndeni 

Page 155 J 

claims 4, 7, 8 and 10 thmugh 1 2 under 35 USC 1 1 2, second paragiaph. 

j 2"; As we noted alx^ve, the second paragi-aph of 35 USC 1 1 2 requires a claim to pailiculnrly jx^int out and distinctly claim the ^^ubjecl matter 
which the apixllaiu ivgards as his invention. However, the "invention" i-efened to in the .second pai-agniph of 35 USC 1 1 2 is alst^ subject to the 
nequirements of 35 USC 101. This section of the statute ivquiix^s thai in ordei- to Ix patentable the iiiveniion must Ix a "new and useful pixxes.s, 
machine, manulacture, or comj^isition of matter, or any new and useful improvement thereof (emphasis added). In the situation Ixfore us on 
api^eal, it is clear that apix-llant's indeixndent claim 2 is intended lo embrace or overlap two dilVerent staurloiy classt\s ol^'nvention set forth in 35 
USC 101 . In our view, a claini of this ty^x^ is precluded by the express language of 35 USC 101 which is dralkxl so as to set forth the statutory 
classes of invention in the alternative only. Furthei', we must agixx^ with the examiner that a single claim which pLiip:)rts to be both a pixxiuct or 
machine and a process is ambiguous and is properly ivjected under 35 USC 1 1 2, second paragraph, Ibr failing to jxnlicularly \X)m\ out and 
distinctly claim the invention. Wliile the examiner has only set forth the rejection of the apixaled claims as Ixing under 35 USC 112, second 
paraginph, we note that he has relied uix>n 35 USC 1 01 in sup|X)rting his jx^isition that ap|xllant's claims on ap{xal are ambiguously dralled and 
indeteiminate in sco|x. See page 3 of the examiner's answer. Thus, we consider that whether the appropnate statutory ground of rejection is 35 
USC 101 and/'or 35 USC 1 1 2, second paragraph, the apixllant has Ixen clearly appraised olMhe basis Ibr the rejection and has had a fair 
opix^rtunitv to ix\S|x->nd to the basic thrust of the rejection. Compare, hi re Kronig. 539 R2d 1 300, ; 00 USFQ 425 (CCPA 1 976) and /// re 
Rasmu.9sen, 650 F.2d 1212, 21 i USPQ 323 (CCPA 1 98 1 ). . 

1 3 j Junnng to the apixliani's arguments, we lirst note that the statement on page 5 of the brief concenn'ng "making or using" the ap|xllant*s 
claimed invention would seem to Ix moiv appix^pnalely diix-cted at a abjection under 35 USC 1 1 2, lirst paragraph, ba.-^ed upon lack ol' 
enablement. Mowever, no such ivjection is Ixfore us on apixal. Next, we note that while it has long Ixen settled that a single patent may 
include claims diivcted to moix^ than one staUitory class ol' invention (e.g., a claim to an apparauis and a separate claim to a method of using oi* 
producing the apparaUis), we lind no basis for |xmiitting a combination ol'lwo separate and distinct stauuory classes of invention in a single 
claim. Indeed, the cases cited by the apixUanl in his bnef do not suggest ollienvise, as evidenced by the C)uote (biief, page 5) chosen fmm 
ILxpauded Metal Co, v. Bradford, 2 1 4 U.S. 366, 385 ( 1 909): ".A pix^icess and an apparatus by which it is jxrlbmxd aiv distinct things." 
Patents aix^ authon;^ed by statute and Congiess has indicated that inventions may Ix patentable only if they lall within one of the siaUUoiy classes 
of subject matter sixcilled in 35 USC 101 , e.g., "pix^cess, machine, manufacnne or com|Xisition of matter," see KewxmeeOil Co. v. Bkron 
Corp.. 4 1 6 U.S. 470, 483, 1 81 1 -SPO 673, 679 (1 974). Historically, these categones of invention have Ixen regarded as "four givat and 
distinct classes of in vetu ion." Kxparie B/vihe. 1885 CD. 82, 86. The first .statutoiy class, pixxess, is dellned in 35 USC 100(b) and ix-fers to 
"arts", while the la.st tlux^e classes, machine, manuiactuix; and comix^sition of matter, ixjfer to ph\'sical t/iifigs or products. "An applicani who 
claims a i)ixxlucl is not requiivd lo state whether it is a machine, manulactuiv, or coniixisilion of iratter" and pixxlucts may fall into alternative 
classes, e.g., a machine or manufactuix\ 1 Chisum, Patents. § 1 .02 ( 1 989). However, the classes of mitcliine, manulaciuiv or com|x>silion of 
matter "all diller funcbmentally in nature fixim a pixxess." Ne^tle-Le Mur Co. v. Eugene. Ltd.. 55 F.2d 854, 858, 12 USPQ 335, 339 (6th Cir. 
1 932). We note that eminent legal wntei-s, such as Robinson, have held similar views. Robinson's "Tivatise on the Law of Patents" (1890), at 
section 5 1 1 (page 118), states: 

... eveiy claim must define the invention it includes in such a manner as to indicate the class of inventions to which it Ixlongs. Wliile the claim 
need not stale in temis whether the invention clainxd is an art [process], a machine, a manulactuix\ a comixisition of mailer, a design, or an 
impixwenx^nl, it must be apparent to which of these grcat classes the invention does |Xrtain. 
See alsti Deller, Patent Claims. Chap. VITl and Chap. IX (2d ed, 1 97 1 ). As staled in Deller, § 1 33: 

A claim is single and is either for a pmcess or pixxiuct. HThe claim were divisible, one part would Ix for a process and the other for a 
manufacuuv and it might be in cUuiger of being held void for ambiguity. An applicani tor a patent may separately claim a patentable pixwss and 
a ixilenlable pixiducl, but cannol proixjrly cover them both in one claim. I hey aiv pix-)i)er subjects of separate and distinct claims. 

Page 1552 

(Merrill v. I Bonn cC- Ard. 55 and 94 US 568 and 24 L ed 235; Goodyear v. Rubber Co., 2 ClilV 37 1 and 76 I S 788 and 1 9 L ed 566; Durand 
V. Schulze. 61 F819). 

The dichotomy between puxess and pn^duci classes ol' invention has alst") been recognized and noted in the Ibllowing discussion in /i'.v Parte 
Forsytk 151 IJSP0 55 ,56 (Bd. of Apjxals 1 965): 

A claim such as those before us cannol Ix Ixilh method and apparatus. It musi Ix clear fmm its w ording lhal it is drawn to one or the other of 
these mutually exclusive stauiioiy classes of invention. A method or pi\x:ess, as indicated alxive, is an act or a senes of acts and fmm the 
standix^ini ol'pateniability must distinguish over the prior art in lenns of steps, whereas a claim drawn lo apixiratiis must distinguish in ienix< of 
simcture. This is sc^ elemental as not to rexpiire citation of authorities. The Patent Act of 1952 did nol alx)lisli the then existing dillereni classes 
of invention. It realVimxd the scime by Section 101 ol* USC 35. 

We ho\\e\*er do ivcognize that certain ty^xs ol claims which a])|xar to Ix "hyi^rid" aiv |xnnitted in U.S. patent practice. In txulicular, we ivfci- to 
pixxiuct -by-pix>cess claims. Wliile this lyjx ol claim Ibmial m:ty ihcially apjxar to cix>ss the line Ixlw een stauuoiy classes of invention, w e note 
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i thai such is nol the case. A pRxlucl-by-pix:)cess claim meanly uses one sialutoiy class ofinvemion (i.e., pn>cess limiiaiions) lo cleline or 

fingeipnnl another statutoiy class (i.e., the pir)diict) which is not i-eadily susceptible to delinition solely by stiiicture or physical characlensiics. 
As the court indicated in In re Thorpe. Ill F.2d 695, 22.1 USlXj 964 (Fed. Cir. 1 985) citing /// re Brawn, 459 r.2d 531, 173 US 685 . 688 
(CCPA 1 972) and /// re Pilkington. 4 1 1 F.2d 1 345, 162 l^SPQ 145 (CCPA 1 969): 

Pixxluct-by-pivcess claims are nol six^cifically discussed in the jxitent statute. Tlie practice and governing lav\- have develofx^d in resix-^nse to the 
need to enable an applicant to claim an othenvise patentable product that i-esists delinition by other than the process by which it is made. For this 
i-eason, even though pixxluct-bv-paxess claims are limited by and defined by the pixicess, dctemiination ofpatentability is Ixtsed on the pixxtuci 
itself, (citations omiucd) 

Hie patentability of a paxluct does not dejx*nd on its method of production, (citation omitted) Iflhe pnxliict in a paxiucl4'>y-pi-occss claim is the 
same as or obvious faim a product of the pnor art, the claim is unpatentable even though the pn'or pa')dLici w as made by a dilVercnl pa-)cess. 
(citations omitted). 

Thus, we would distinguish apix^llant's claim 2 from a paxluct -by-pixx;ess claim lx^c:uise in a l>'i5ical pixxluct-by-piocess claim the pn:)cess 
ixjfenvd to is the pix-^cess ol' making a product, as opix)sed to the process of using a pnxluct or apparatus, as is set forth in apix;llant's claim 2 on ' 
apjx^il. We w ould further note that w e consider apjxMlant's claim 2 lo Ix^ clearly distinguishable lix^m paxlucl-by-pnxx^ss claims, since, as not'ed 
in the quotation above, sucli claims have long Ixen consideaxi lo Ix^ solely "product" claims, and, in comrast to ap|:)t' Haul's claim 2, would thus 
encompass only a single sumnory class of invention set out in 35 IJSC 10 1 . 

WHien it comes to a Hnal considenilion ofapix^llani's claim 2, we see no reason or legal basis in the patent law to make an exception lo claim 
practice wliich has existed tor over 1 00 years. In view of the long-standing practice ofrequin'ng a product and a pa-)cess to Ix separately 
claimed, w-'e believe that Congi'ess should sjxak before the Patent and Trademark Otllce allows a claim which covers a combination ol'a pixxluct 
and a paicess. 

In light oflhe tbregoing, it is our conclusion that apixllanl's claim 2, which puiports to be both an appai-aUis and a pa->cess in a single claim, is 
ambiguous and pa^jxrly rejected under 35 USC 1 1 2, second paragi-a|:)h. .As we indicated earlier, deixndent claims 4, 7, 8 and 1 0 thaiugh 1 2 lall 
with inde^xudeiU claim 2. See /// re Nielson. supra. 

With regard lo ihe'e.Naminer's rejection oi\ip|xaled claims 2, 4, 7, 8 and 10 through 12 under 35 USC 102(b) as anticipated by Moraw-ski, it is 
oin* view that since the apjxaled claims are inde Unite and indelemiinale in sco|3e for the reasons staled it is not jx^ssible lo apply the pnor 

art to these claims in deciding patentability w-ithout disregarding |xirtions ol'the expivss wording of the claims and thus resorting to sixculaiion 
and conjecture as to the particular invention defined tlieixjin. We therelba* will not sustain the examiner's rejection oflhe apjxjaled claims under 
35 USC 102(b). See In re Wilson. 424 F.2d 1 382, 165 USFO 494 (CCPA 1 970) and /// re Steele. 305 F.2d 859, 134 USPO 292 (CCPA 
1962). 

In SLimmary, the examiner's decision rejecting the apjx^aled claims under 35 USC 1 1 2, second paragi-aph, is alUmied, wiiile the rejectioii ol'these 
claims under 35 USC 102(b) is reversed. 

No lime |x?riod tor taking any subsequent action in connection w-iih this ai)ixjal may Ix; extended under 37 CFR 1 . 1 36(a). See the 
Page 1 5S3 

final mle notice, 54 F.R. 29548 (July 13, 1989), 1 105 O.G. 5 (August 1, 1989). 

AFFIRMED 



Fooinote.N 

li^oL'Jj^lc 2^.Wliile Ix^th the examiner's final rejection (pa|XT No. 4) and the apixMlant's Notice of Apjxal (pajXM- No. 5) make refeixMice to claim 1 , 
\\\MuMe ithat these references are in enxir since claim I was cancelled by the anx^ndment llled May 8, 1 987 (pajxr No. 3). Thus, only claims 2, 
4, 7, 8 and 10 ihix^ugh 12 remain lor our consideration on ap]x:al. 

Footi;.-!ie i . Sei-ola and Calvert were added }X~isi heanng in view ofthe legal issues raised in this ap|xal. Comixirc /// re Base Corp., 772 F.2d 
866, 227 USPO i O^ed. Cir. 1985) and see Fx pane Kumagai 9 USP02d 1642 (BPAl 1 988). 

Fooifioto. f, Seixtta and Calvert were added ]X\st heanng in view ofthe legal issues raised in this apixal. Compaa' /// re Base Corp.. Ill F.2d 
866^ 227 USPO 1 (Fed. Cir. 1985) and see Es pane Kumagai. 9U$PO?.d 1642 fBPAl 1988). 
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